
 
 
 
collective marks or certification marks provide a means for the protection of geographical 
indications independent of statutory or judicial measures.  The concepts of collective mark and 
certification mark (or, in some countries, guarantee mark) differ from country to country.  
Depending on the applicable national law, a collective mark or certification mark may serve to 
indicate, inter alia, the origin of goods or services, and therefore may to some extent be suitable for 
the protection of a geographical indication.   
 
2.700 A collective mark is a mark the use of which is only allowed to the members of a collective 
body.  Such a body can be an association or cooperative of manufacturers, producers or traders.  
The collective mark is owned by the association which exclusively grants its members the right to 
use it.  The association may be a domestic one or a foreign one.  Normally, the use of the collective 
mark is governed by regulations which have to be submitted to the industrial property office 
together with the application for registration.  The question whether a geographical indication is 
registrable as a collective mark depends entirely on a given national law.  Some national trademark 
laws exclude the registration of geographical indications as collective marks, although, more 
recently, that exclusion has been abolished by some countries. 
 
2.701 Once a geographical indication has been registered as a collective mark, the association that 
owns it has the right to prohibit its use by persons who are not members of the association.  
However, in case of conflict with a senior right, the members of the association may be excluded 
from using the collective mark.  Moreover, the registration of a geographical indication as collective 
mark may not, per se, prevent the mark from becoming a generic term.  Furthermore, the laws of 
some countries contain strict use requirements which may result in the cancellation of the 
registration of the collective mark in case it is not continuously used.  
 
2.702 In contrast to collective marks, certification marks and guarantee marks are not owned by a 
collective body such as an association of producers, but by a certification authority.  Such authority 
may be a local council or an association which is not engaged in the production or the trade of the 
products concerned.  The latter is of particular importance because it is the owner of the 
certification mark who must ensure that the goods bearing the certification mark possess the 
certified qualities.  A certification mark may be used to certify, inter alia, the origin of products or 
services.  The application for the registration of a certification mark has to be accompanied by 
regulations which govern the use of the certification mark.  Regarding the registrability of 
geographical indications as certification marks and guarantee marks, the same principles as for the 
registration of collective marks apply. 
 
2.703 Where a geographical indication has been registered as a certification mark or guarantee 
mark, it may normally be used by everybody whose products comply with the requirements set out 
in the regulation.  Such right to use, however, may not exist in case of conflict with a senior right.  
The institution which owns the registered certification mark or guarantee mark has the right to 
prohibit the use of that mark by persons whose products do not comply with the requirements set 
out in the regulations.  In general, the protection of a geographical indication through registration 
as certification mark or guarantee mark is equivalent to that conferred by registration as a collective 
mark.   
 
2.704 A special form of protected geographical indication resembling the concept of collective 
marks is the French “agricultural label” (in French “label agricole”).  An agricultural label is a 
collective mark that certifies that a foodstuff or a non-nutritious and non-transformed agricultural 
product (such as cereal seeds) possesses a combination of specific characteristics and a level of 
quality which is higher than that of similar products.  An agricultural label can be a national label 
(known as “red label”) or a regional label, the latter referring to characteristics which are specific, 
traditional or representative of a region.  Products in respect of which an appellation of origin has 
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been established and some categories of wines (even if not benefitting from an appellation of 
origin) may not be the subject of protection by way of an agricultural label.  The agricultural label is 
registered in the name of the entity that controls its use.  The application of the Decree is not 
limited to French products, but so far only little use has been made of the possibility of applying the 
Decree to foreign products.  An example of a foreign product is the label for “Scottish salmon”. 
 
The Law of Unfair Competition 
 
2.705 The use of a certain geographical indication for goods or services not originating from the 
respective area may be misleading and thus may deceive consumers.  Furthermore, such use may 
constitute a misappropriation of the goodwill of the person who is truly entitled to use the 
geographical indication.  An action for unfair competition—which, depending on the national law, 
is either based on statutory provisions, as interpreted by court decisions, or on common law—can 
be instituted in order to prevent competitors from resorting, in the course of trade, to such 
misleading practices.   
 
2.706 Although the conditions for a successful action for unfair competition vary from country to 
country, the following basic principles appear to be generally recognized.  In order to be 
protectable, a given geographical indication must have acquired a certain reputation or goodwill.  In 
other words, the potential buyers of the product must associate the geographical indication with 
the place of origin of the goods or services.  Such an action further requires that the use of the 
geographical indication on goods or services not originating from the respective geographical area 
is misleading, so that consumers are deceived as to the true place of origin of the products or 
services.  Under some national laws, proof of damages or the likelihood of damages caused by such 
misleading practices is required.  
 
2.707 Whereas the principle that misleading use of a geographical indication may give rise to an 
action for unfair competition is generally recognized, the outcome of such an action is uncertain.  In 
particular, the extent to which the geographical indication in question must have acquired a 
reputation may vary from country to country.  It may be required that the geographical indication 
must have been used in the course of trade for a certain time and that an association between the 
geographical indication and the place of origin of the products and services must have been created 
amongst the relevant circles.  Therefore, a geographical indication, the reputation of which is not 
yet established on the market, may not be protectable against misleading use by competitors 
through an action for unfair competition.  Furthermore, a geographical indication which has not 
been used for a certain time may lose its reputation and therefore may no longer be protectable by 
an action for unfair competition.  Geographical indications which become generic terms in a 
particular country lose their distinctive character and are no longer protectable in that country. 
 
 
Protection of Geographical Indications on the International Level through 
Multilateral Treaties 
 
 
2.708 Three multilateral treaties administered by WIPO contain provisions for the protection of 
geographical indications:  the Paris Convention for the Protection of Industrial Property, the Madrid 
Agreement for the Repression of False or Deceptive Indications of Source on Goods (hereinafter 
referred to as the Madrid Agreement), and the Lisbon Agreement for the Protection of Appellations 
of Origin and their International Registration (hereinafter referred to as the Lisbon Agreement). 
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The Paris Convention for the Protection of Industrial Property 
 
2.709 Several provisions of the Paris Convention deal specifically with indications of source or 
appellations of origin:  Article 1(2) contains a reference to “indications of source” and “appellations 
of origin” in the list of objects of industrial property;  Article 10 deals with the protection of 
indications of source;  Article 9 provides for certain sanctions which are applicable, inter alia, in 
cases of direct or indirect use of false indications of source;  and Article 10ter reinforces the 
provisions of Articles 9 and 10. 
 
2.710 Article 1(2) provides that the protection of industrial property has as its object, among 
others, “indications of source” or “appellations of origin.”  The obligation to protect indications of 
source is specifically provided for in Article 10, but there are no special provisions in the Paris 
Convention for the protection of appellations of origin.  Nevertheless, Articles 9, 10 and 10ter are 
applicable to appellations of origin since each appellation of origin by definition constitutes an 
indication of source. 
 
2.711 Article 10(1) is the basic provision of the Paris Convention on indications of source.  It 
provides that the sanctions prescribed by Article 9 in respect of goods unlawfully bearing a 
trademark or trade name apply to any use of a “false indication of the source” of a product.  This 
means that no indications of source may be used that refer to a geographical area from which the 
products in question do not originate.  For the provision to be applicable, there is no need for the 
false indication to appear on the product, since any direct or indirect use, for example in advertising, 
is sanctionable.  However, Article 10(1) does not apply to indications which, without being false, 
may mislead the public, or at least the public of a certain country: for example, where certain 
geographical areas in different countries have the same name but only one of those areas is 
internationally known for particular products, the use of that name in connection with products 
originating from another area may be misleading, but not sanctionable. 
 
2.712 As regards the sanctions in the case of the use of a false indication of source, Article 9 
establishes the principle that seizure upon importation must be provided for, or at least prohibition 
of importation or seizure inside the country but, if those sanctions do not exist in a particular 
country, the actions and remedies available in such cases are to be applied. 
 
2.713 Article 9(3) and Article 10(2) determine who may request seizure on importation or the 
imposition of other sanctions:  the public prosecutor, any other competent authority, any interested 
party.  Article 10(2) defines what is meant by “interested party”, stipulating that “any producer, 
manufacturer, or merchant, whether a natural person or a legal entity, engaged in the production 
or manufacture of or trade in such goods and established either in the locality falsely indicated as 
the source, or in the region where such locality is situated, or in the country falsely indicated, or in 
the country where the false indication of source is used, shall in any case be deemed an interested 
party.” 
 
2.714 Article 10bis concerns the protection against unfair competition and as such provides a basis 
for protection against the use of confusing, false or misleading geographical indications.  
Article 10bis obliges countries of the Paris Union to assure effective protection against unfair 
competition, sets a general definition of what constitutes an act of unfair competition and contains 
a non-exhaustive list of three types of acts which, in particular, must be prohibited. 
 
2.715 Article 10ter is also relevant inasmuch as it obliges countries of the Union to provide, on the 
one hand, appropriate legal remedies and to permit, on the other, federations and associations 
representing interested industrialists, producers or traders to take action, under certain conditions, 
with a view to the repression of false indications of source. 
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2.716 The main advantage of the protection afforded by the Paris Convention to indications of 
source lies in the extent of the territorial area covered by the member countries of the Paris Union; 
information on the number of member countries can be found in the appropriate document 
inserted in the back flap of this publication.  On the other hand, the question of indications which, 
in countries other than the country of origin, are generic names of a product in other countries is 
not dealt with in the Paris Convention, so that member States of the Paris Union can be entirely free 
in that respect.  Finally, sanctions, although specifically mentioned in the Paris Convention, are not 
in all cases mandatory and apply only to false but not to misleading indications of source. 
 
The Madrid Agreement for the Repression of False and Deceptive Indications of Source on Goods 
 
2.717 The Madrid Agreement for the Repression of False or Deceptive Indications of Source on 
Goods is a special agreement within the framework of the Paris Union.  The Agreement aims at the 
repression not only of false, but also of deceptive, indications of source. 
 
2.718 Article 1(1) of the Madrid Agreement provides that any product bearing a false or deceptive 
indication by which one of the States party to the Madrid Agreement or a place situated therein is 
directly or indirectly indicated as being the country or place of origin, must be seized on importation 
into any of the States party to the Madrid Agreement.  
 
2.719 The other paragraphs of Articles 1 and 2 specify the cases and the manner in which seizure 
or similar measures may be requested and carried out.  There is no express provision to the effect 
that private individuals may request seizure directly.  Thus, member States are free to provide that 
such persons have to apply through the public prosecutor or any other competent authority. 
 
2.720 Article 3 authorizes a vendor to indicate his name or address on goods coming from a 
country other than that in which the sale takes place, but obliges him, if he does so, to have his 
name or address accompanied by an exact indication in clear characters of the country or place of 
manufacture or production, or by some other indication sufficient to avoid any error as to the true 
source of the wares. 
 
2.721 Article 3bis obliges the States party to the Madrid Agreement to prohibit the use, in 
connection with the sale or display or offering for sale of any goods, of all indications capable of 
deceiving the public as to the source of the goods. 
 
2.722 Article 4 provides that the courts of each country have to decide what appellations, on 
account of their generic character, do not fall within the provisions of the Madrid Agreement.  Only 
regional appellations concerning the source of products of the vine are excluded from the 
reservation inherent in the provision.  The reservation substantially limits the scope of the Madrid 
Agreement, in spite of the important exception constituted by the case of regional appellations 
concerning the source of products of the vine, for which protection is absolute.   
 
2.723 A list of States that are party to the Madrid Agreement for the Repression of False or 
Deceptive Indications of Source on Goods can be found in the appropriate document inserted in the 
back flap of this publication. 
 
The Lisbon Agreement for the Protection of Appellations of Origin and their International 
Registration 
 
2.724 The limited geographical scope of the Lisbon Agreement for the Protection of Appellations 
of Origin and their International Registration is due to particular characteristics of the substantive 
provisions of the Agreement. 
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2.725 Article 2(1) contains a definition according to which appellation of origin means “the 
geographical name of a country, region or locality which serves to designate a product originating 
therein, the quality and characteristics of which are due exclusively or essentially to the geographical 
environment, including natural and human factors.”  It follows that only names conforming to the 
definition may be protected by virtue of the Lisbon Agreement.  Simple indications of source (which 
can be used for products whose characteristics do not result from the geographical environment) 
are excluded from its purview.  This limitation has prevented the accession of countries which do 
not know the concept of appellation of origin. 
 
2.726 The first element of the definition is that the appellation must be the geographical name of 
a country, region or locality.  The second element of the definition is that the appellation of origin 
must serve to designate a product originating in the country, region or locality referred to.  The 
third element of the definition is that there must be a qualitative link between the product and the 
geographical area:  the “quality and characteristics” must be due exclusively or essentially to the 
geographical environment;  if the qualitative link is insufficient, that is, if the characteristic qualities 
are not due essentially, but only to a small extent, to the geographical environment, the name is not 
an appellation of origin but merely an indication of source;  as for the geographical environment, it 
includes natural factors, such as soil or climate, and human factors, such as the special professional 
traditions of the producers established in the geographical area concerned. 
 
2.727 Even if interpreted broadly, the definition of appellation of origin in Article 2(1) has a serious 
drawback for countries whose denominations typically do not apply to agricultural products or 
products of handicraft but to products of industry.  The difficulty arises from the fact that 
Article 2(1) requires the existence of a qualitative link between the geographical environment and 
the product, even though the presence of purely human factors would be considered sufficient.  
This link, which may have existed at the start of the manufacture of an industrial product, may 
subsequently have been stretched to the point that its existence is difficult to prove.  Moreover, 
traditions in manufacture and skilled staff can be shifted from one geographical area to another, in 
particular in view of the increasing mobility of human resources in all parts of the world. 
 
2.728 Article 1(2) provides that the countries party to the Lisbon Agreement undertake to protect 
on their territories, in accordance with the terms of the Agreement, the appellations of origin of 
products of the other countries party to the Lisbon Agreement, recognized and protected as such in 
the country of origin and registered at the International Bureau of WIPO. Therefore, in order to be 
protected under the Lisbon Agreement, the appellation of origin must fulfill two conditions.  The 
first condition is that the appellation of origin must be recognized and protected as such in the 
country of origin (the latter being defined in Article 2(2)).  This condition means that it is not 
sufficient for the country in question to protect its appellations in a general way.  Each appellation 
still has to benefit from distinct and express protection, deriving from a specific official act (a 
legislative or administrative provision, or a judicial decision, or a registration).  Such an official act is 
required because the specific elements of the object of protection (the geographical area, the lawful 
users of the appellation of origin, the nature of the product) must be determined.  Those elements 
must be indicated in the application for international registration in accordance with Rule 1 of the 
Regulations under the Lisbon Agreement. 
 
2.729 The second condition laid down by Article 1(2) is that the appellation of origin must be 
registered with the International Bureau of WIPO.  Articles 5 and 7 of the Agreement itself and the 
Regulations set forth the procedure for international registration.  
 
2.730 Article 2(2) defines the country of origin as being “the country whose name, or the country 
in which is situated the region or locality whose name, constitutes the appellation of origin which 
has given the product its reputation.” 
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2.731 Article 5(1) and the corresponding provisions of the Regulations issued under the Lisbon 
Agreement define the procedure for international registration.  International registration must be 
applied for by the competent Office of the country of origin, and therefore may not be requested 
by interested parties.  The national Office, however, does not apply in its own name for 
international registration, but in that of “any natural persons or legal entities, public or private, 
having a right to use (in French, “titulaire du droit d’user”)” the appellation, according to the 
applicable national legislation.  The International Bureau of WIPO has no competence to examine 
the application with respect to substance;  it may only make an examination as to form.  Under 
Article 5(2) of the Lisbon Agreement, the International Bureau notifies the registration without delay 
to the Offices of the countries party to the Lisbon Agreement and publishes it in its periodical “Les 
Appellations d’origine” (Rule 7 of the Regulations). 
 
2.732 In accordance with Article 5(3) to (5), the Office of any State party to the Lisbon Agreement 
may, within a period of one year from the receipt of the notification of registration, declare that it 
cannot ensure the protection of a given appellation.  Apart from the time limit mentioned, the right 
of refusal is subject to only one condition:  the grounds for refusal must be indicated.  The grounds 
which may be so indicated are not restricted by the Lisbon Agreement;  this in fact gives each 
country the discretionary power to protect or refuse to protect a registered appellation of origin.  In 
all countries not having made a declaration of refusal, the registered appellation enjoys protection.  
However, if third parties have been using the appellation in a given country prior to the notification 
of the registration, the Office of that country may, under Article 5(6) of the Lisbon Agreement, 
grant them a maximum of two years in which to terminate such use. 
 
2.733 The protection conferred by international registration is unlimited in time.  Article 6 provides 
that an appellation which has been granted protection cannot be deemed to have become generic, 
as long as it is protected as an appellation of origin in the country of origin.  Article 7 provides that 
the registration need not be renewed and is subject to payment of a single fee.  An international 
registration ceases to have effect only in two cases:  either the registered appellation has become a 
generic name in the country of origin, or the international registration has been canceled by the 
International Bureau at the request of the Office of the country of origin. 
 
2.734 The content of the protection afforded to an appellation of origin registered under the 
Lisbon Agreement, according to Article 3 of the Agreement, is very extensive.  Any usurpation or 
imitation of the appellation is prohibited, even if the true origin of the product is indicated or if the 
appellation is used in translated form or qualified by terms such as “kind”, “type”, “make”, 
“imitation”, or the like. 
 
2.735 With regard to the enforcement of the protection of an appellation of origin registered 
under the Lisbon Agreement, Article 8 refers to national legislation.  It specifies that the right to 
take action belongs to the competent Office and the public prosecutor, on one hand, and to any 
interested party, whether a natural person or a legal entity, whether public or private, on the other.  
In addition to any sanctions applicable pursuant to the Paris Convention and the Madrid Agreement 
(Article 4), all the sanctions provided for in national legislation, whether civil (injunctions restraining 
or prohibiting unlawful acts, actions for damages, etc.), penal or administrative, are to be applied.  
However, the Lisbon Agreement does not establish a standard with respect to the sanctions to be 
provided for by the States party to it. 
 
2.736 A list of the countries party to the Lisbon Agreement can be found in the appropriate 
document inserted in the back flap of this publication. 
 



 Chapter 2 - Fields of Intellectual Property Protection 129 

 
 
 
Protection of Geographical Indications at the International Level through the 
Provisions of Bilateral Agreements 
 
 
2.737 A further possibility of international protection of geographical indications is the conclusion 
of bilateral agreements between two states.  A number of countries have entered into such 
agreements.  In general, such bilateral agreements consist of lists of geographical indications which 
were drawn up by the contracting parties and an undertaking to protect the geographical 
indications of the respective contracting parties.  The agreement usually also specifies the kind of 
protection that is to be granted.  Although in general useful, bilateral agreements cannot constitute 
an entirely adequate solution to the problem of the lack of international protection because of the 
multiplicity of negotiations required and, resulting therefrom, an inevitable diversity of standards. 
 
Provisions of The TRIPS Agreement on Geographical Indications 
 
2.738 Part II, Section 3 of the TRIPS Agreement is dedicated to geographical indications.  The 
general norm of protection is provided by Article 22.2, which reads as follows: 
 

“2. In respect of geographical indications, Members shall provide the legal means for 
interested parties to prevent: 
 
- the use of any means in the designation or presentation of a good that indicates or 

suggests that the good in question originates in a geographical area other than the 
true place of the origin in a manner which misleads the public as to the 
geographical origin of the good; 

 
- any use which constitutes an act of unfair competition within the meaning of Article 10bis 

of the Paris Convention (1967).” 
 

2.739 Article 22.2 is supplemented by Article 22.3 and 22.4.  Article 22.3 deals specifically with 
the registration of trademarks, containing or consisting of a geographical indication, for goods not 
originating in the territory indicated, if the use of those trademarks for such goods would be 
misleading as to the true place of origin of the goods.  The remedy that must be available in that 
situation is refusal or invalidation of the trademark registration, either ex officio, if the applicable 
law so allows, or at the request of an interested party. 
 
2.740 Article 22.4 stipulates that the protection under Article 22.1 to 3 must also be made 
available in respect of the use of deceptive geographical indications, i.e., geographical indications 
that are literally true, although they falsely represent to the public that the goods on which they are 
used originate in a different territory. 
 
2.741 Article 23.1 provides for additional protection for geographical indications for wines and 
spirits.  It reads as follows: 
 

“Each Member shall provide the legal means for interested parties to prevent use of a 
geographical indication identifying wines for wines not originating in the place indicated by 
the geographical indication in question or identifying spirits for spirits not originating in the 
place indicated by the geographical indication in question, even where the true origin of the 
goods is indicated or the geographical indication is used in translation or accompanied by 
expressions such as ‘kind,’ ‘type,’ ‘style,’ ‘imitation’ or the like.” 
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2.742 Article 23.1 has a footnote with the following wording: 
 

“Notwithstanding the first sentence of Article 42, Members may, with respect to these 
obligations, instead provide for enforcement by administrative action.” 

 
2.743 Article 23.1 is supplemented by a paragraph dealing specifically with the registration of 
trademarks for wines containing or consisting of a geographical indication for wines, and the 
registration of a trademark for spirits containing a geographical indication for spirits, where the 
wines and spirits in question do not have the indicated geographical origin.  Registration of 
trademarks falling under that provision has to be refused or canceled, either ex officio if the 
applicable law so allows, or at the request of an interested party. 
 
2.744 Article 24 contains a number of exceptions to the obligations under Articles 22 and 23.  
Broadly speaking, there are three categories of exceptions, namely, continued and similar use of 
geographical indications for wines and spirits, prior good faith trademark rights, and generic 
designations.  
 
2.745 The first exception (Article 24.4) gives the right to WTO Members to allow continued and 
similar use of a particular geographical indication of another Member identifying wines or spirits, in 
connection with goods or services by any of its nationals or domiciliaries who have used that 
geographical indication in a continuous manner with regard to the same or related goods or 
services in the territory of that Member, either for at least 10 years preceding April 15, 1994, or in 
good faith preceding that date. 
 
2.746 The second exception relates to rights in trademarks (Article 24.5).  It basically states that 
the implementation of the Section on geographical indications by a WTO Member is without 
prejudice to the registration of trademarks identical with or similar to geographical indications, to 
the application for registration of such trademarks, or the right to use such trademarks, if the 
following conditions are fulfilled:  an application for the registration of such a trademark must have 
been filed, or the trademark must have been registered, or, where the right to the trademark was 
acquired by use, that trademark must have been used, in good faith, in the WTO Member 
concerned, before the TRIPS Agreement became applicable in that Member, or before the 
geographical indication in question is protected in its country of origin. 
 
2.747 The third exception (Article 24.6) is related to geographical indications of a WTO Member 
which are considered by another WTO Member to be a term customary in common language as the 
common name for goods or services or, where the geographical indication is used for products of 
the vine, it is identical with the customary name of a grape variety existing in the territory of that 
Member as of the date of entry into force of the TRIPS Agreement. 
 
 
Protection Against Unfair Competition 
 
 
Introduction 
 
 
2.748 Protection against unfair competition has been recognized as forming part of industrial 
property protection for almost a century.  It was in 1900, at the Brussels Diplomatic Conference for 
the Revision of the Paris Convention for the Protection of Industrial Property (hereinafter referred to 
as the Paris Convention), that this recognition was first manifested by the insertion of Article 10bis
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in the Convention.  As a result of the subsequent revision conferences, the Article now reads as 
follows (in the Stockholm Act (1967) of the Paris Convention):   
 

“(1) The countries of the Union are bound to assure to nationals of such countries 
effective protection against unfair competition. 
 
Any act of competition contrary to honest practices in industrial or commercial matters 
constitutes an act of unfair competition. 
 
The following in particular shall be prohibited: 
 
- all acts of such a nature as to create confusion by any means whatever with the 

establishment, the goods, or the industrial or commercial activities, of a 
competitor; 

 
- false allegations in the course of trade of such a nature as to discredit the establishment, 

the goods, or the industrial or commercial activities, of a competitor; 
 
- indications or allegations the use of which in the course of trade is liable to mislead the 

public as to the nature, the manufacturing process, the characteristics, the 
suitability for their purpose, or the quantity, of the goods.” 

 
2.749 At first glance, there seem to be basic differences between the protection of industrial 
property rights, such as patents, registered industrial designs, registered trademarks, etc., on the 
one hand, and protection against acts of unfair competition on the other.  Whereas those industrial 
property rights are granted on application by industrial property offices and confer exclusive rights 
with respect to the subject matter concerned, protection against unfair competition is based not on 
such grants of rights but on the consideration—either stated in legislative provisions or recognized 
as a general principle of law—that acts contrary to honest business practice are to be prohibited.  
Nevertheless, the link between the two kinds of protection is clear when certain cases of unfair 
competition are considered.  For example, in many countries unauthorized use of a trademark that 
has not been registered is considered illegal on the basis of general principles that belong to the 
field of protection against unfair competition (in a number of countries such unauthorized use is 
called “passing-off”).  There is another example of this kind in the field of inventions:  if an 
invention is not disclosed to the public and is considered to constitute a trade secret, the 
unauthorized performance by third parties of certain acts in relation to that trade secret may be 
illegal.  Indeed the performance of certain acts in relation to an invention that has been disclosed to 
the public and is not patented or in respect of which the patent has expired, may under very special 
circumstances also be illegal (as an act of “slavish imitation”).   
 
2.750 The above examples show that protection against unfair competition effectively 
supplements the protection of industrial property rights, such as patents and registered trademarks, 
in cases where an invention or a sign is not protected by such a right.  There are, of course, other 
cases of unfair competition, for example the case referred to in Article 10bis(3)2 of the Paris 
Convention, namely that of a false allegation in the course of trade of such a nature as to discredit 
a competitor, in which protection against unfair competition does not perform such a 
supplementary function.  This is due to the fact that the notion of unfair competition covers a great 
variety of acts, as will be discussed in the analysis below.   
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The Need for Protection 
 
 
2.751 A number of countries both in regions of the developed and developing world, are 
adopting or have adopted market economy systems, which allow free competition between 
industrial and commercial enterprises within certain limits defined by law.  Free competition 
between enterprises is considered the best means of satisfying supply and demand in the economy 
and of serving the interests of consumers and the economy as a whole.  However, where there is 
competition, acts of unfair competition are liable to occur.  This phenomenon has been discernible 
in all countries and at all times, regardless of prevailing political or social systems. 
 
2.752 Sometimes economic competition has been compared to competition in sport, because in 
both the best should win.  In economic competition, that should be the enterprise providing the 
most useful and effective product or service on the most economical and (to the consumer) 
satisfying terms.  This result can only be achieved, however, if all participants play according to a 
certain set of basic rules.  Violations of the basic rules of economic competition can take various 
forms, ranging from illegal but harmless acts (which can be committed by the most honest and 
careful entrepreneur) to malicious fouls, intended to harm competitors or mislead consumers. 
 
2.753 Experience has shown that there is little hope of fairness in competition being achieved 
solely by the free play of market forces.  In theory consumers, in their role as referees of economic 
play, could deter dishonest entrepreneurs by disregarding their goods or services and favoring those 
of honest competitors.  Reality, however, is different.  As an economic situation becomes more 
complex, consumers become less able to act as referees.  Often they are not even in a position to 
detect by themselves acts of unfair competition, let alone react accordingly.  Indeed it is the 
consumer who—along with the honest competitor—has to be protected against unfair 
competition. 
 
2.754 Self-regulation has not proved to be a sufficient safeguard against unfair competition.  If 
self-regulation is well developed and generally observed, it can even be faster, less expensive and 
more efficient than any court system.  Yet it stands or falls on continuing observance by all 
participants.  In order to prevent unfair competition effectively, self-regulation must, at least in 
certain areas, be supplemented by a system of legal enforcement. 
 
2.755 The rules on the prevention of unfair competition and those on the prevention of restrictive 
business practices (anti-trust law) are interrelated:  both aim at ensuring the efficient operation of a 
market economy.  They do so in different ways, however:  anti-trust law is concerned with the 
preservation of the freedom of competition by combating restraints on trade and abuses of 
economic power, while unfair competition law is concerned with ensuring fairness in competition 
by forcing all participants to play according to the same rules.  Yet both laws are equally important, 
although in different respects, and supplement each other. 
 
2.756 Fair play in the marketplace cannot be ensured only by the protection of industrial property 
rights.  A wide range of unfair acts, such as misleading advertising and the violation of trade 
secrets, are usually not dealt with by the specific laws on industrial property.  Unfair competition 
law is therefore necessary either to supplement the laws on industrial property or to grant a type of 
protection that no such law can provide.  In order to fulfill this function, unfair competition law 
must be flexible, and protection thereunder must be independent of any formality such as 
registration.  In particular, unfair competition law must be able to adapt to all new forms of market 
behavior.  Such flexibility does not necessarily entail a lack of predictability. 
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The Legal Basis for Protection 
 
 
Development of Unfair Competition Law 
 
2.757 All countries that have established market economy systems have devised some kind of 
safeguard against unfair business practices.  In doing so, however, they have chosen quite different 
approaches.  While in other areas of industrial property law, such as those dealing with patents, 
designs or marks, it is generally agreed that protection is best afforded by a specific, comprehensive 
statute, the legal basis for the repression of unfair competition can range from a succinct general 
tort provision to detailed regulation in a special statute.  The reason for this diversity of approaches 
is often purely historical. 
 
2.758 In more recent times many countries have passed special legislation on the subject or have 
replaced earlier laws on unfair competition.  As regards recent legislative activity in this area, 
Switzerland adopted a Law Against Unfair Competition in 1986 which contains a broad general 
provision and a detailed regulation of specific market behavior, for example slavish imitation;  
Hungary adopted a Law on the Prohibition of Unfair Market Practice in 1990 which regulates unfair 
competition and anti-trust law;  Spain’s Unfair Competition Law of 1991 contains a detailed 
regulation on practices harmful to consumers and competitors;  and in 1991 Belgium adopted a 
Trade Practices and Consumer Protection Law which emphasizes the idea of consumer protection. 
 
International Protection:  Article 10bis of the Paris Convention for the Protection of Industrial 
Property 
 
2.759 Article 1(2) of the Paris Convention mentions the repression of unfair competition along 
with patents, utility models, industrial designs, trademarks, trade names, indications of source and 
appellations of origin among the objects of industrial property protection, and Article 10bis contains 
an express provision on the repression of unfair competition.  In the more than one hundred and 
fifty States party to the Paris Convention, the legal basis for the protection against unfair 
competition may thus be found not only in national legislation but also at the international level. 
 
2.760 Under Article 10bis(1) of the Paris Convention, the countries of the Paris Union are bound 
to ensure effective protection against unfair competition.  Article 10ter(1) of the Convention further 
provides for the obligation to ensure “appropriate legal remedies.”  In particular, measures must be 
taken to permit federations and associations representing interested industrialists, producers or 
merchants to take action, provided that this is not contrary to the laws of the country concerned 
and does not exceed the rights normally granted to national associations. 
 
2.761 Article 10bis(2) of the Paris Convention defines unfair competition as any act of competition 
contrary to honest practices in industrial or commercial matters.  This definition leaves the 
determination of the notion of “commercial honesty” to the national courts and administrative 
authorities.  Member States of the Paris Union are also free to grant protection against certain acts 
even if the parties involved are not competing against each other. 
 
2.762 Article 10bis(3) of the Paris Convention gives three examples of cases that “in particular” 
have to be prohibited.  These examples must not be seen as exhaustive, but rather as the minimum 
protection that has to be granted by all member States.  The first two—creating confusion and 
discrediting—can be regarded as belonging to the “traditional” field of competition law, namely 
that of competitor protection.  The third one—misleading—was added by the 1958 Revision 
Conference in Lisbon, and takes into account the interests of both competitors and consumers. 
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2.763 Apart from Articles 10bis and 10ter, the Paris Convention contains several provisions 
relevant to protection against acts of unfair competition in a broader sense, especially those 
concerning trademarks and trade names.  For example, Articles 6sexies and 8 provide for the 
protection of service marks and trade names, respectively.  The protection of indications of 
geographical origin, to the extent that it is not provided by Article 10bis(3), results from Article 10 
and Article 9, to which Article 10 refers.  Special agreements concluded within the Paris 
Convention, namely, the Madrid Agreement for the Repression of False or Deceptive Indications of 
Source on Goods and the Lisbon Agreement for the Protection of Appellations of Origin and their 
International Registration, along with bilateral treaties, specifically provide for the international 
protection of geographical indications. 
 
National Protection:  Three Main Approaches to Unfair Competition Law 
 
2.764 According to Article 10bis(1) of the Paris Convention, the member States of the Paris Union 
have to provide effective protection against unfair competition.  Although they are not obliged to 
introduce special legislation for the purpose, they must provide—at least on the basis of existing 
general legislation—effective safeguards against all acts “contrary to honest trade practices” and 
specifically against the practices referred to in Article 10bis(3).  In the implementation of these 
treaty obligations, three main approaches can be distinguished. 
 

“Article 9 
 
All goods unlawfully bearing a trademark or trade name shall be seized on importation into 
those countries of the Union where such mark or trade name is entitled to legal protection. 
 
Seizure shall likewise be effected in the country where the unlawful affixation occurred or in 
the country into which the goods were imported. 
 
Seizure shall take place at the request of the public prosecutor, or any other competent 
authority, or any interested party, whether a natural person or a legal entity, in conformity 
with the domestic legislation of each country. 
 
The authorities shall not be bound to effect seizure of goods in transit. 
 
If the legislation of a country does not permit seizure on importation, seizure shall be 
replaced by prohibition of importation or by seizure inside the country. 
 
If the legislation of a country permits neither seizure on importation nor prohibition of 
importation nor seizure inside the country, then, until such time as the legislation is 
modified accordingly, these measures shall be replaced by the actions and remedies 
available in such cases to nationals under the law of such country. 
 
Article 10 
 
The provisions of the preceding Article shall apply in cases of direct or indirect use of a false 
indication of the source of the goods or the identity of the producer, manufacturer, or 
merchant. 
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Any producer, manufacturer, or merchant, whether a natural person or a legal entity, 
engaged in the production or manufacture of or trade in such goods and established either 
in the locality falsely indicated as the source, or in the region where such locality is situated, 
or in the country falsely indicated, or in the country where the false indication of source is 
used, shall in any case be deemed an interested party.” 

 
Protection Based on Specific Legislation 
 
2.765 Several countries have enacted special statutes or specific provisions within broader statutes, 
which, sometimes combined with provisions in general statutes such as the Civil Code, deal with 
protection against unfair competition.  These statutes provide for civil or criminal sanctions and 
contain a broad general provision (often modelled on Article 10bis(2) of the Paris Convention) 
which is supplemented by detailed provisions on specific forms of unfair trade practice;  they usually 
provide for civil sanctions and, in respect of specific cases, also for criminal sanctions.  Although 
many of these countries have also enacted additional legislation concerning acts relating to certain 
products (food, drugs, etc.), the media (television) or marketing practices (gifts, bonuses), the 
statute against unfair competition remains the main basis for protection.  Often the scope of that 
statute has been made even broader by the assumption that the violation of any other law can be 
an unfair trade practice because it gives an undue advantage in competition over the law-abiding 
competitor.  In some countries the concept of a special law on competition has evolved towards the 
adoption of a more general law on market behavior, or the link with anti-trust law is stressed by the 
enactment of statutes that deal with the institution of competition itself as well as with fairness in 
competition. 
 
Protection Based on General Tort Law and/or on the Law Concerning “Passing-Off” and Trade 
Secrets 
 
2.766 In a group of countries with a civil law tradition, which follow the approach consisting of 
the protection of the honest businessman, such protection is usually to be found in the general tort 
law.  In another group of countries which follow common law traditions, the actions for passing-off 
and for violation of trade secrets developed by the courts (at least originally) remain the main basis 
for the protection of competitors.  As for the protection of consumers, a number of the same two 
groups of countries have, in addition, enacted separate sets of laws regulating specific cases of 
undesirable market behavior, such as misleading advertising, price comparisons, lotteries, games 
and bonuses;  those laws are essentially independent of the protection of competitors under civil 
law or common law principles. 
 
Combination of the Above Two Approaches 
 
2.767 Most countries party to the Paris Convention—even those that at first attempted to regulate 
unfair competition by means of general tort law—provide for a combination of general civil code 
principles, case law and special laws.  In many countries with a federal structure, the division of 
legislative competence between the federal legislature and the legislatures of the federated States 
has led to an even more complex combination of the various forms of protection.  In some of those 
countries, the federal legislator even has no jurisdiction over unfair competition to the extent that it 
is considered a State common law tort.  Where, in such countries, protection is granted by the 
States, it is in general better developed than that granted at the federal level.  In the United States 
of America, in particular, the limited availability of common law remedies against unfair competition 
was first dealt with in federal law through the establishment of an administrative authority (the 
Federal Trade Commission), and more recently through the extension of a federal law provision on 
trademarks (Article 43(a) of the trademark law (Lanham Act)) to a wide variety of misleading 
representations.  Yet the most progressive regulation is to be found in the “business laws”, “little 
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FTC Acts”, “Consumer Protection Laws” and other legislation adopted by States within the United 
States of America. 
 
The Role of Jurisprudence 
 
2.768 In spite of the different approaches mentioned above, all countries that have introduced 
effective safeguards against unfair competition take particular care over the enforcement of the 
law, and usually allow their courts considerable discretion.  The success of an unfair competition law 
depends largely on what the courts make of it.  A few words in a general tort provision may be a 
sufficient basis on which to develop an efficient system of unfair competition law, while a most 
impressively drafted statute may give disappointing results.  This does not mean, however, that an 
explicit and detailed regulation of unfair trade practices is not useful:  it will at least have some 
preventive effect on market behavior;  but it will remain ineffectual if it is not activated by the 
courts.  In the ever-changing world of competition, even the most perceptive legislator cannot 
possibly anticipate all future forms of unfair market behavior and must rely on interpretation of the 
law by the courts.  Many countries have therefore supplemented their explicit provisions against 
certain market practices with a general provision, which allows the courts to include new forms of 
unfair market practice in the general system. 
 
 
The Acts of Unfair Competition 
 
 
General Definition 
 
2.769 According to Article 10bis(2) of the Paris Convention, unfair competition consists of “any 
act of competition contrary to honest practices.”  Most countries with special laws on unfair 
competition have adopted the same or similar definitions for their general provision—using such 
terms as “honest trade practices” (Belgium and Luxembourg), “the principle of good faith” (Spain 
and Switzerland), “professional correctness” (Italy) and “good morals” (Germany, Greece and 
Poland).  In the absence of specific legislation, the courts have defined fair competition with phrases 
like “the principles of honesty and fair dealing” or “the morals of the marketplace” (United States 
of America).  
 
2.770 It is true that describing unfair competition as acts contrary to “honest trade practices”, 
“good faith” and so on does not make for clear-cut, universally accepted standards of behavior, 
since the meaning of the terms used is rather fluid.  The standard of “fairness” or “honesty” in 
competition is no more than a reflection of the sociological, economic, moral and ethical concepts 
of a society, and may therefore differ from country to country (and sometimes even within a 
country).  That standard is also liable to change with time.  Furthermore, there are always new acts 
of unfair competition, since there is ostensibly no limit to inventiveness in the field of competition.  
Any attempt to encompass all existing and future acts of competition in one sweeping definition—
which at the same time defines all prohibited behavior and is flexible enough to adapt to new 
market practices—has so far failed. 
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